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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election without traverse of claims 1-18 in the reply filed on 7 March 2006 is 
acknowledged. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United Slates. 

3. Claims 1, 2, 5, 6, 8, and 16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kaneko et al. (U.S. 6,232,719 Bl; of record). 

4. As to claims 1 and 6, Kaneko et al. disclose a method for manufacturing a high-pressure 
discharge lamp comprising a luminous bulb (see Fig. 1 , item 1 ; column 6, lines 29-30), in which 
a luminous substance is enclosed (see Fig. 1, item 5; column 6, lines 26-27), and a sealing 
portion for retaining the airtightness of the luminous bulb (see Fig. 1, item 4; column 6, lines 18- 
23), the method comprising the steps of: (a) preparing a glass pipe designed for use in a 
discharge lamp, which pipe includes a luminous bulb portion that will be formed into the 
luminous bulb of the high-pressure discharge lamp (see Fig. 3, the rounded portion into which 
the electrode extends), and a pair of side tube portion extending from the luminous bulb portion 
(see Fig. 27; column 12. lines 1-11); and (b) forming the sealing portion from the side tube 
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portion (see Fig. 12, items 54 and 55; column 9, lines 15-17) with electrodes (see Fig. 1, item 3; 
column 7, line 32), wherein the sealing-portion formation step (b) includes the steps of: (c) 
preparing a compound glass tube that includes an outer tube made of a first glass and an inner 
tube made of a second glass (see Fig. 12, items 54 and 55; column 9, lines 15-17), the outer tube 
being located in tight contact with the periphery of the inner tube (see Fig. 13, item 201; column 
9, lines 19-21), the second glass having a lower softening point than that of the first glass 
(column 8, lines 60-67), the side tube portion being formed of the first glass (see Fig. 27, item 
502; column 12, lines 17-24; the sealing portion here is quartz glass); (d) inserting the compound 
glass tube into the side tube portion, and then heating the side tube portion, thereby tightly 
attaching the side tube portion to the compound glass tube (column 10, lines 52-60); and (e) 
heating, after the attachment step (d) (column 10, lines 52-60), a portion including at least the 
compound glass tube and the side tube portion at a temperature higher than the strain point 
temperature of the second glass (column 10, lines 52-60; the softening point is reached which is 
higher than the strain point). 

5. As to claim 2, Kaneko et al. disclose the method of claim 1. Kaneko et al. further 
disclose that the compound glass tube preparation step (c) includes: inserting the inner tube made 
of the second glass into the outer tube made of the first glass, and reducing pressure in a gap 
between the outer and inner tubes, and heating at least the outer tube, thereby bringing the outer 
and inner tubes in tight contact with each other (see Fig. 12, items 5 1, 54 and 55; column 9, lines 
15-40). 

6. As to claim 5, Kaneko et al. disclose the method of claim 1. Kaneko et al. further 
disclose wherein the inner tube of the compound glass tube has a multilayer structure, while the 
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outer tube thereof is composed of a single layer; the outer tube is made of quartz glass (see Fig. 
1, item 1 ; column 6, lines 29-30); and at least one of the multiple layers forming the inner tube is 
a glass layer made of glass which contains silica and at least one of 15 wt % or less of alumina 
and 4 wt % or less of B (column 9, lines 37; Vycor is an borosilicate containing silica, alumina 
and boron). 

7. As to claim 8 5 Kaneko et al. disclose the method of claim 6. Kaneko et al. further 
disclose that wherein the compound glass tube and the electrode structure are formed into one 
body (see Fig. 1 1, item 57; column 9, lines 9-14). 

8. As to claim 16, Kaneko et al. disclose the method of claim 6. Kaneko et al. further 
disclose that the electrode structure includes the electrode rod (see Fig. 28b, item 510; column 
12, lines 59-61), a metal foil connected to the electrode rod (see Fig. 28b, item 511; column 12, 
lines 59-65), and an external lead connected to the metal foil (see Fig. 28b, item 512; column 12, 
lines 59-65); and the compound glass tube is inserted into the side tube portion so that the 
compound glass tube covers at least the connection portion of the electrode rod and the metal foil 
(see Fig. 28b, the portion surrounding the electrode and metal foil). 



Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art arc 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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10. Claims 3, 4, 7, 9-12, 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kaneko et al. (U.S. 6,232,719 Bl; of record). 

11. As to claim 3, Kaneko et al. disclose the method of claim 1 . Kaneko et al. fail to disclose 
that the heating step (e) is performed at a temperature lower than the strain point temperature of 
the first glass. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to disclose that the heating step (e) is performed at a temperature lower than 
the strain point temperature of the first glass, since it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Alley, 105 USPQ 233. 

12. As to claim 7, Kaneko et al. disclose the method of claim 6. Kaneko et al. further 
disclose the steps of: (c) introducing a luminous substance into the luminous bulb portion, after 
said one sealing portion has been formed (column 1 1, lines 4-21); (d) inserting, after said one 
sealing portion has been formed, a compound glass tube and an electrode structure that includes 
at least an electrode rod, into the other of the pair of side tube portions (see Fig. 1, items 3 and 4; 
column 6, lines 25-26), and then heating said other side tube portion to cause said other side tube 
portion to shrink, thereby forming the other of the pair of sealing portions (column 1 0, lines 52- 
60), wherein the compound glass tube includes an outer tube made of a first glass and an inner 
tube made of a second glass (see Fig. 12, items 54 and 55; column 9, lines 15-40), the outer tube 
being located in tight contact with the periphery of the inner tube, the second glass having a 
lower softening point than that of the first glass (molybdenum powder will lower the softening 
point of the glass below that of the first glass), the side tube portions being formed of the first 
glass (see Fig. 27, item 502; column 12, lines 17-24; the sealing portion here is quartz glass); and 
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heating the resultant lamp assembly, at a temperature (column 10, lines 52-60), where ihe lamp 
assembly includes at least the compound glass tubes and the side tube portions (see Fig. 1, item 
4). Kaneko et al. fail to disclose heating the resultant lamp assembly, in which both the sealing 
portions and the luminous bulb have been formed, at a temperature higher than the strain point 
temperature of the second glass but lower than the strain point temperature of the first glass. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to heat the lamp assembly at a temperature higher than the strain point temperature of the 
second glass but lower than the strain point temperature of the first glass, since it has been held 
that where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Alter, 105 USPQ 233. 

13. As to claims 9 and 10, Kaneko et al. disclose the method of claims 1 and 7. Kaneko et al. 
fail to disclose the length of the heating step. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to disclose the heating step is performed for 2 
hours or more, since it has been held that where the genera] conditions of a claim are disclosed in 
the prior art, discovering the optimum or workable ranges involves only routine skill in the art. 
In re Alter, 105 USPQ 233. 

14. As to claims 1 1 and 12, Kaneko et al. disclose the method of claims 9 and 10. Kaneko et 
al. fail to disclose the length of the heating step. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to disclose the heating step is 
performed for 100 hours or more, since it has been held that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Aller. 105 USPQ 233. 
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15. As to claims 4 and 17, Kaneko et al. disclose the method of claims 1 and 6. Kaneko et al. 
further disclose that the outer and inner tubes that form the compound glass tube are each 
composed of a single layer (see Fig. 12, item 54); the first glass forming the outer tube contains 
96 wt % or more of silica (see Fig. 1, item 4; column 6, lines 30-31); and the second glass 
forming the inner tube contains silica and at least one of 15 wt % or less of alumina and 4 wt % 
or less of B (see Fig. 12, item 55; column 9, lines 30-40; Vycor contains 96% silica, and the rest 
alumina and boron). Kaneko et al. fail to disclose that the first glass forming the outer tube 
contains 99% silica. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to disclose that the first glass forming the outer tube contains 99% 
silica, since it has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design choice. 
In re Leshin, 125 USPQ. 

16. As to claim 18, Kaneko et al. disclose the method of claim 7. Kaneko et al. further 
disclose that the high-pressure discharge lamp is a high-pressure mercury lamp, and mercury 
serving as the luminous substance is enclosed in an amount of 150 mg/cm3 or more, which is 
determined based on the internal volume of the luminous bulb (column 12, lines 25-33; 

90 mg/.45cc = 200mg/cm3). 

17. Claims 13-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kaneko et 
al. (U.S. 6,232,719 Bl; of record) in view of Hataoka et al. (U.S. 6,890,236 B2). 

18. The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
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102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject matter 
disclosed but not claimed in the reference, prior to the effective U.S. filing date of the reference 
under 37 CFR 1 . 1 3 1 ; or (3) an oath or declaration under 37 CFR 1.130 stating that the 
application and reference are currently owned by the same party and that the inventor named in 
the application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing that the 
reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 35 U.S.C. 
103(a). See MPEP § 706.02(1)0) and § 706.02(1)(2). 

19. As to claims 13 and 14, Kancko et al. disclose the method of claims 1 and 7. Kaneko et 
al. fail to disclose that the heating step (e) is performed so that when the sealing portions are 
measured by a sensitive color plate method utilizing a photoelastic effect, a compressive stress of 
from 10 kgf/cm2 to 50 kgf/cm2 inclusive extending in each said sealing portion in the 
longitudinal direction of the side tube portion is present in the region formed of the second glass. 

Hataoka et al. disclose that the heating step (e) is performed so that when the sealing 
portions are measured by a sensitive color plate method utilizing a photoelastic effect (column 
14, lines 37-41), a compressive stress of from 10 kgf/cm2 to 50 kgf/cm2 inclusive extending in 
each said sealing portion in the longitudinal direction of the side tube portion is present in the 



Application/Control Number: 10/760,166 Page 9 

Art Unit: 2879 

region formed of the second glass (column 3, lines 1 1-19). This compressive stress will join the 
tubular portion with the sealing member. 

Therefore, it would have been obvious to one having ordinary skill in the art. at the time 
the invention was made, to modify the method of Kaneko et al. to include that the heating step 
(e) is performed so that when the sealing portions are measured by a sensitive color plate method 
utilizing a photoelastic effect, a compressive stress of from 10 kgf/cm2 to 50 kgf/cm2 inclusive 
extending in each said sealing portion in the longitudinal direction of the side tube portion is 
present in the region formed of the second glass, as taught by Hataoka et ah, to join the tubular 
portion with the sealing member. 

20. As to claim 15, Kaneko et al. and Hataoka et al. disclose the method of claim 14. 
Hataoka et al. further disclose that the compressive stress is generated in each of the pair of 
sealing portions (column 3, lines 20-21). This compressive stress will join the tubular portion 
with the sealing member. 

Therefore, it would have been obvious to one having ordinary skill in the art, at the time 
the invention was made, to modify the method of Kaneko et al. to include that the compressive 
stress is generated in each of the pair of sealing portions, as taught by Hataoka et al.. to join the 
tubular portion with the sealing member. 

Contact Information 

21. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anthony J. Canning whose telephone number is (571 )-272-2486. 
The examiner can normally be reached on M-F 8:00-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nimesh D. Patel can be reached on (571)-272-2457. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Parent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Anthony Canning 
31 May 2006 




